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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE 
TRADEMARK TRIAL AND APPEAL BOARD  

 
Victaulic Company of America, ) 
 ) 

Opposer, ) Cancellation No.: 91206026 
 ) Serial No.: 85/502,864 
 v. ) 
  ) 
Shurjoint Piping Products, Inc. ) 
 ) 
 Applicant. ) 
 

VICTAULIC’S MOTION FO R A PROTECTIVE ORDER 
 

 Opposer, Victaulic Company of America (hereinafter “Victaulic”) hereby moves for a 

protective order to quash Shurjoint Piping Products, Inc.’s Third Set of Requests to Admit 

(“Third Requests”).  In support of its motion, Victaulic states the following: 

INTRODUCTION 

 On June 3, 2013, Shurjoint served Victaulic with its Third Requests.  A copy of the 

Third Requests is attached hereto as Exhibit 1.  The Third Requests contain 525 separate 

requests for admission.  Ex. 1.   

 The Third Requests is nothing more than Shurjoint’s harassment of Victaulic.  The Third 

Requests seek admissions regarding third-party registrations containing either the word 

“JOINT” or “SNAP”.  For each of these third-party marks, Shurjoint seeks an admission that 

Victaulic did not file an extension of time to oppose these federal registrations; did not file an 

opposition to the application of these marks; did not telephone these registrants in connection 

with the use of these marks; did not write any correspondence to these registrants in connection 

with the use of these marks; did not file a petition to cancel their marks; did not file a lawsuit 

against the registrants of these marks; and did not file a lawsuit regarding the use of these 

marks.  Ex. 1.   
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 None of the requests are relevant to the proceeding at hand.  Whether Victaulic has ever 

filed an opposition to any one of these third-party trademarks has no bearing on whether the 

application for the mark at issue should be granted.  As such, this tribunal should grant 

Victaulic’s motion for a protective order and quash the Third Requests in their entirety.  

PROCEDURAL BACKGROUND 

 On July 11, 2012, Victaulic filed an opposition to Shurjoint’s registration application 

85502864 (the “Application”).  Victaulic opposes the Application based on priority and 

likelihood of confusion with Victaulic’s Registration No. 1165192 (“Victaulic’s Mark”). 

 On October 16, 2013, Shurjoint filed a motion for judgment on the pleadings. The basis 

for Shurjoint’s motion was that Victaulic’s opposition should be barred by laches by its failure 

to object to one of Shurjoint’s substantially similar marks for substantially similar services, 

Registration No. 1996123.   The motion was ultimately denied. 

 On the same day, Shurjoint served Victaulic with its First Set of Requests to Admit 

(“First Requests”).  A copy of the First Requests is attached as Exhibit 2.  The First Requests 

contain 35 individual requests seeking admissions primarily related to Registration No. 1996123 

and Victaulic’s Mark.   

 The First Requests were substantively answered by Victaulic.  A copy of Victaulic’s 

response to the First Requests is attached as Exhibit 3.  

 On April 10, 2013, instead of submitting additional requests that might clarify 

Victaulic’s previous answers, Shurjoint propounded an additional 235 requests to admit 

(“Second Requests”) on Victaulic.  A copy of the Second Requests is attached as Exhibit 4.   

 The Second Requests pertain to third-party trademark registrations that contain either 

the word “SNAP” or “JOINT”.    
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 On June 3, 2013, Shurjoint propounded an additional 525 requests to admit on Victaulic 

that expound upon the Second Requests.  The Third Requests, however, are no more relevant to 

this proceeding than the Second Requests.   

 In accordance with Federal Rule of Civil Procedure 26, counsel for Victaulic attempted 

in good faith to resolve their issues regarding the Third Requests.  The declaration of Jamie 

Robinson (“Robinson Decl.”) is attached as Exhibit 5.  The parties were unable to resolve their 

dispute as to the relevance of the Third Requests, which necessitated the filing of this motion. 

ARGUMENT 

Federal Rule of Civil Procedure 26(c)(1) and 37 CFR § 2.120(f) allow a party to move 

for a protective order to avoid annoyance, embarrassment, harassment, and undue burden and 

expense.  In this case, there is no doubt that the Third Requests were propounded for no other 

purpose than to harass Victaulic.   

There is nothing relevant about the Third Requests to this action.  Whether Victaulic has 

ever filed an objection, sent a demand letter, made a phone call to, or filed a lawsuit related to a 

third-party trademark that contains the word “SNAP” or “JOINT” has nothing to do with 

whether a likelihood of confusion exists between Victaulic’s Mark and the mark for which 

Shurjoint seeks registration.   

Shurjoint’s position with respect to other discovery issues also supports Victaulic’s 

motion.  For example, counsel recently agreed to an extension of time for all other dates in this 

case, including dates related to other discovery issues, while the parties engage in settlement 

discussions, yet has steadfastly refused to grant any extension of time to Victaulic on the 

requests to admit unless Victaulic agrees to answer each one of the 525 requests with an 

admission or a denial.  Robinson Decl. ¶¶ 2-4.  Such a position is simply unreasonable and 
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demonstrates that Shurjoint’s intent is to cause Victaulic to continue to incur unnecessary 

expense despite the fact that the parties are engaged in settlement discussions.  

WHEREFORE, Opposer Victaulic Company of America hereby requests that the 

Trademark Trial and Appeal Board grant its Motion for a Protective Order, quash the Third 

Requests, and for any further relief that the Interlocutory Attorney deems just. 

 
Dated: July 8, 2013

Respectfully submitted, 
 
Victaulic Company of America 
 
 
 
 
By: _/s/Bryan P. Sugar____________ 
 Bryan P. Sugar 
 Jamie A. Robinson 

UNGARETTI &  HARRIS LLP 
 70 W. Madison Street 
 Suite 3500 
 Chicago, Illinois  60602 
 (312)977-4400
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CERTIFICATE OF SERVICE 

I certify that on this 8th day of July 2013, a true copy of the foregoing Opposer’s Agreed Motion 

for Extension of Time was served upon the following via email and via First-Class Mail, postage 

prepaid, to the following representative: 

Mark H. Tidman 
BAKER &  HOSTETLER LLP 

 Washington Square, Suite 1100 
 1050 Connecticut Avenue, N.W. 
 Washington, D.C.  20036-5300 
 
 
 

 
 
 

By:  _/s/Jamie A. Robinson_______________

Jamie A. Robinson 
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EXHIBIT 2 















 
 
 
 
 
 
 
 
 

EXHIBIT 3 





























 
 
 
 
 
 
 
 
 

EXHIBIT 4 
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For Purposes of Brevity, Exhibits to Shurjoint’s 
Second Requests for Admissions are not 

attached to Victaulic’s Motion for Protective 
Order filed July 8, 2013 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE 
TRADEMARK TRIAL AND APPEAL BOARD  

 
 
Victaulic Company of America, ) 
 ) 

Opposer, ) Cancellation No.: 91206026 
 ) Serial No.: 85/502,864 
 v. ) 
  ) 
Shurjoint Piping Products, Inc. ) 
 ) 
 Applicant. ) 
 

 
DECLARATION OF JA MIE A. ROBINSON 

 
I, Jamie A. Robinson, in support of Victaulic Company of America’s Motion for a 

Protective Order, state as follows:   

1. I am counsel for Victaulic Company of America in this matter.  I have personal 

knowledge of the subject matter herein.   

2. On June 27, 2013, I sent an email to counsel for Shurjoint Piping Products, Inc. 

(“Shurjoint”) in good faith to schedule a telephone conference regarding the relevancy of 

Shurjoint’s Third Set of Requests for Admission (“Third Requests”).  

3. On July 2, 2013, counsel replied by email arguing that he believed the Third 

Requests to be relevant to the issue of likelihood of confusion.   

4. Although counsel attempted to reach a compromise on the requests, one could not 

be met.  

5. In light of the parties’ settlement negotiations, counsel for Shurjoint agreed to an 

extension of all currently set dates and outstanding discovery issues except the requests to admit.   

"  
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I certify under penalty of perjury that the foregoing is true and correct. 

July 8, 2013      

      _/s/Jamie A. Robinson________________ 
      Jamie A. Robinson 
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